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Docket No.: 21987-00054-US 
(PATENT) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE RECEIVED 

.. ,. , g confirmation No.: 1669 CBTOWl FAX CENTER 

In re Patent Application of. 

Katsuki Hazama WAR 0 2 2006 

Application No.: 09/817,123 

Filed: March 27, 2001 Art Unit: 3714 

For- GAME MACHINE AND INFORMATION Examiner. R. B. Mosser 

COMMUNICATION SYSTEM USING DATA 
CARRIER 

,n np n-TlT" 7 T°" ' 1 ** 

Mar«h2,2006 

MS AF 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

^ ^Claims 1 6-15, 39, and 40 remain pending in this application and are the subject of this 
Pre-Appeal Brief Request for Review, filed concurrently «fth the Notice of Appeal. Clauns 1 
and6are independent, andthese Arguments will focus only on the independent clam.. 

The Appeal Conference members' attention is invited to the "Request for 
Recantation of Final Rejection" filed on Febn*ry 2, 2006 for a more complete —n of 
the deficiencies of the Final Rejection. 

,. 3l ,i M l r- ft^^aimm*^ 

WHhdrawalof the rejection of claims 1. 6,7, 10, 11. 15 and 39-40 under 35 U.S.C 103(a) 
as being unpatentable over Gilboa (US 5,853,327) in view of Zalewsld (US 5,991,693) and 

t • ^nkvim.Qness The applied art does not teach or suggest all the 
establishing zprima facie case of obviousness, ineappneu 

claimedlirri^ 
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ApptaaonNo, 09/8.7..23 ^ N <" ; 
A. Claim 1 

1 "Means for notifying the first control device that the received driving electric 
' power has reached a predetermined quantity of electric power 

The applied art, taken alone or in combination, does not teach or suggest a game apparatus 
which includes, among other features, "means for notifying the first control device that the 
received driving electric power has reached a predetermined quantity of electric power. . as 
recited in independent claim 1 . 

Gilboa is directed to a combination computer game and board game including a game 
board a plurality of toy figures selectably positionable by a player with respect to the game 
board, an apparatus for automatically and non-discretely sensing the location of the toy figures ^ 
relative to the game board and responsively actuating an audio/visual display sequence. Gnboa s 
apparatus is operative in a wireless mode of operation. 

Gilboa also discloses that an LC circuit is associated with each cell on the game table and 
a sensing antenna is associated with the entire game table. Playing pieces or game or toy figures, 
each including a transponder, are located on some of the cells of the game table. A plurality of 
excitation coils generate query signals which are received by the transponders of all playing 
pieces located on cells at which a query signal is generated. The transponder in the playmg piece 
then generates a coded answer signal, preferably having a frequency unique to ihe piece or ihe 
type of piece, which is received by the sensing antenna. The antenna, which may recetve more 
than one answer signal, generates a sensor signal responsive to the answer signal. 

Contrary to the Examiner's assertions, Gilboa does not teach or suggest any means for 
notifying the reader or control device that the received driving electric power has reached a 
predetermined quantity of electric power. The Response" by Gilboa is purely in the form of a 
resonance signal formed by the LC circuit 

electric power" 

MPEP 2144 01 allows invocation of implicit disclosure when a proper inference can be 
fcaw.byaperconvviths^^ 
case with Gilboa. 
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Appellants point out that the "response" by Gilboa is purely in the form of a resonance 
signal formed by the LC circuit. As such, this circuit is going to respond to a variety of different 
levels of received electrical power. In other words, each piece is going to respond all the tune at 
SO me point, irrespective of the quantity of electrical power, So the fact that you get a "response" 
says nothing about the amount of electrical power that has been stored/received. 

In fact, as can be seen at Gilboa col. 13, line 55, Gilboa's system separately determines 
the signal power from each piece. 

Appellants again pose the following question to the Examiner - Why would that have to 
happen if all pieces had all reached the same ^determined" quantity of electrical power? 

Stated another way, each piece in Gilboa responds differently; this is not the same as 
Appellants' claimed invention, where each piece has to reach the Redetermined" quantrty of 
electrical power, and notify the control unit after reaching this level of power. 

The Examiner admits that Gilboa is silent regarding the use of a control unit with 
associated memory, but offers Zalewski as disclosing a control unit with game pieces. However, 
the Examiner also admits that Zalewski is silent regarding the use of a coil resonance system or 
in the locating of the game pieces on a game body. Thus, Zalewski does not make up for 
Gilboa's deficiencies with respect to the claimed means for notifying. 

B. Claim 6 

,. -Mean* for notifying ft. first control device that thrived «*• deCtriC 
power ba, readied a predetermined quantity of electric power 

The applied art, taken alone or in combination, does not teach or suggest an information 

notification that the received driving electric power has reached a predetermined quant* of 

electric power../' 

In the interests of brevity, and due to the similarity of to particular limitation to mat in 
claim 1, Appellee invite the Examiner's attention to paragraph I. A. 1. above, in wttch the 
deficiencies of the applied art in this regard have been identified. 
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2 Gilboa does not "implicitly" teach "means for providing a notification that toe 
recced driving electric power has reached a predetermined quantity of electric 

power" 

In the interests of brevity, Applicants invite the Examiner's attention to paragraph 1. A, 2. 
above, in which the deficiencies of the applied art in Ihis regard have been identified. 

II. Motivation is T.arkiim ~ Gi» "™ Teaches Away 
Applicants submit mat a person with skill in the art would not be motivated to combine 
Gilboa and Zalewski in the manner suggested to form Appellants' claimed invention, since the 
portion of Gilboa relied upon by the Examiner as teaching the means for notifying teaches away 
from the invention claimed in the claims on appeal. 

^particular, and with respect to Gilboa's embodiment in FIG. 10 and col. 11, line 16 et 
seq it appears mat the Examiner is relying upon and combining Gilboa's "no power- 
embodiment (..«,, where Gilboa uses a resonance circuit in lieu of abattery) withfhe other 
references to show a more advanced control unit. But without Gilboa's battery, there is no data 
transfer, and the system is incapable of working as Appellants have disclosed and clauned. 

Therefore, Appellants submit that the Examiner is mixing and matching incompatible 
elements from the reference, usmg 

of GUboa clearly teaches away from using abattery source, which would be 'Imphcmy 
required to implement the teachings of Zalewski, wMch me Exannner offers as teaching usmg a 

memory. 

Anita* submit that the resonant circuit of Gilboa would clearly not refcun sufficient 
^ a power . tetter or memory, for example, because Gilboa', resonant cittuit would 
immediately "collapse" and reradiate, given me underlying physics of RLC resonance 

phenomenon. 

Appellants again submit that this is an overreaching interpretation of the applied art to 
assert mat the above-cted limitation is "implicitly providing the means for notifying. . » end that 

them. 
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Conclusion 

The Examiner has not met his burden in establishing * prima facie case of unpatentability 
not only because the combination of applied art does not teach or suggest all the claimed 
Imitations, as discussed above, but because of deficient motivation to combine the references m 
the manner suggested by the Examine, Withdrawal of the rejections and allowance of claims 1, 
6-15, 39, and 40 are respectfully requested. 

' The Director is hereby authorized to charge any deficiency in the fees filed, asserted to be 
filed or which should have been filed herewith (or with any paper hereafter filed in this 
applicationb y thi sfl rm)toCBLH Deposit Account No. 22-0185, under Order No. 21987-00054- 
US, from which the undersigned is authorized to draw. 

Respectfully submitted, 

Larry J. Hume u V 

Registration No.: 44,163 
CONNOLLY BOVE LODGE & HUTZ LLP 
1990 M Street, N.W., Suite 800 
Washington, DC 20036-3425 
(202)331-7111 
(202) 293-6229 (Fax) 
Attorney for Applicant 
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